
APPENDIX C

The Court issues certain modifications to the Eastern District Patent Rules.  The

modifications relate to two issues: (1) Infringement and Invalidity Contentions for Software, and (2)

Deadlines Related to Claim Construction.

I. Infringement and Invalidity Contentions for Software

Modifications to the Patent Rules regarding P.R. 3-1 and P.R. 3-3 are being made to reduce

discovery disputes and motion practice resulting from patents that contain software claim

limitations.  The Patent Rules require a party asserting claims of patent infringement to take a firm

position in the litigation as it relates to infringement early on in the case.  This and other courts in

the Eastern District of Texas, however, recognize that software claim limitations present unique

challenges for the parties because parties claiming patent infringement do not typically have access

to an opposing party’s source code before filing suit.  At the same time, parties opposing a claim for

patent infringement are hampered in their ability to prepare a defense absent specific infringement

contentions from the party asserting claims of patent infringement.

The lack of access to source code coupled with an opponent’s right to prepare a defense has

led to numerous discovery disputes.  To alleviate these disputes and to provide clear direction to the

parties as to their rights and responsibilities under the Patent Rules, the Court modifies the Patent

Rules in a manner consistent with such cases as American Video Graphics, L.P. v. Electronic Arts,

Inc., 359 F. Supp. 2d 558 (E.D. Tex. 2005).

 The Court’s modifications to P.R. 3-1and P.R. 3-3 are set out below.  

P.R. 3-1 (g): If a party claiming patent infringement asserts that a claim element is
a software limitation, the party need not comply with P.R. 3-1 for those claim
elements until 30 days after source code for each Accused Instrumentality is
produced by the opposing party.  Thereafter, the party claiming patent infringement
shall identify, on an element-by-element basis for each asserted claim, what source
code of each Accused Instrumentality allegedly satisfies the software limitations of



the asserted claim elements. 

P.R. 3-3(e): If a party claiming patent infringement exercises the provisions of P.R.
3-1(g), the party opposing a claim of patent infringement may serve, not later than
30 days after receipt of a P.R. 3-1(g) disclosure, supplemental “Preliminary
Invalidity Contentions” that amend only those claim elements identified as software
limitations by the party claiming patent infringement.

Thus, if a party claiming patent infringement asserts that a claim element (or the entire claim)

is software, that party need only identify the element as a software limitation in its initial compliance

with P.R. 3-1, but does not need to identify where such limitation is met in the Accused

Instrumentality.  After receipt of the source code for an Accused Instrumentality, the party is

permitted 30 days to supplement its P.R. 3-1 disclosure to identify, with specificity, the source code

of the Accused Instrumentality that allegedly satisfies the software claim elements.  P.R. 3-1(g) does

not allow Plaintiff the opportunity to modify or amend any non-software claim contentions.

Likewise, once a party opposing a claim of patent infringement is in receipt of a P.R. 3.1(g)

disclosure, the party is allowed 30 days to modify its initial P.R. 3-3 disclosures, but only to the

extent the modifications relate to the software claim elements identified by the party claiming patent

infringement.  P.R. 3-3(e) does not allow a party opposing a claim of infringement an opportunity

to modify or amend any non-software contentions.

II. Claim Construction Deadlines

The second amendment to the Patent Rules relate to claim construction deadlines.  In the

Eastern District Patent Rules, claim construction deadlines are triggered by the filing of the parties’

Infringement and Invalidity Contentions.  The increase of patent cases before this Court has resulted

in a large number of Claim Construction hearings and, as a result, strict application of the Patent

Rules yields a P.R. 4-5 deadline approximately three months or more before Court could

accommodate a Claim Construction Hearing.



To facilitate the case, resolve discovery disputes, and have claim construction hearings a

reasonable time after briefing is complete, the Court modifies the deadlines in P.R. 4-1 and P.R. 4-3

as set forth below:

4-1. Exchange of Proposed Terms and Claim Elements for Construction.
(a) Not later than 140 days before the date set for the Claim Construction Hearing,
each party shall simultaneously exchange a list of claim terms, phrases, or clauses
which that party contends should be construed by the Court, and identify any claim
element which that party contends should be governed by 35 U.S.C. § 112(6).

4-3. Joint Claim Construction and Prehearing Statement.
Not later than 30 days after “Exchange of Preliminary Claim Constructions and
Extrinsic Evidence” in compliance with P.R. 4.2, the parties shall complete and file
a Joint Claim Construction and Prehearing Statement, which shall contain the
following information:

Thus, the Court’s modifications will make the trigger of P.R. 4-1 through P.R. 4-5 the date

of the Claim Construction Hearing.  For clarification, the Court notes that the “140 days” set forth

in P.R. 4-1 was not chosen to confuse the parties but was instead chosen so as to be evenly divisible

by 7.  Thus, whatever the date of the Claim Construction Hearing, the deadline for complying with

P.R. 4-1 will always fall on a weekday.  If that weekday is a Federal Holiday, the deadline for

complying with P.R. 4-1 is extended to the first day that is not a Saturday, Sunday or other Federal

Holiday.


